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10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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DETAILED ACTION 

Election/Restriction 

Applicant's election, with traverse, of the claim of Group II (claim 4) as the group 
elected to begin prosecution is acknowledged. 

Applicant argues that "...the claims would appear to be part of an overlapping 
search." Applicant explicitly states that the connecting feature of the instant claims is 
"...a process for the preparation of alkyl amines which is conducted in a specific reactor, 
and the specific reactor, in which the mentioned process is conducted." However, 
applicant's reasoning is circular and does not point out any specific connecting feature, 
but merely points out the two inventions that were the basis of the original holding of 
lack of unity. In fact, there are claims (claims 6, 11, 12 and 13) which do not even 
require the limitation of any specific reactor - let alone the reactor of claim 4. For 
reasons of record, as outlined in the original requirement, the inventions lack the same 
or a corresponding technical feature under PCT Rule 13.2. 

The examiner points out for completeness of the record that the corresponding 
international application was also deemed to lack unity of invention, and not in the 
simple two-group fashion of the outstanding national stage requirement, but in a four- 
group fashion. That is, the instant requirement is the least burdensome to applicant 
possible, merely restricting between a physical object and a set of chemical process. 

Should the reactor be found allowable, the examiner would, of course, be 
amenable to rejoining any and all claims which require that specific reactor and all its 
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limitations in a gaseous processes for producing alkylamines from lower alcohols and 
ammonia. 

The election/restriction requirement was proper for the reasons outlined above, 
as well as those of record in the original requirement, and was made merely in order to 
facilitate the reasonably complete and thorough search to which applicant is entitled and 
is hereby made FINAL. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 
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under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
2,660,598 and in view of US 6,294,633, cited by applicant in the IDS. 

Applicant claims a reactor for the reaction of lower alkanols with ammonia in the 
gas phase, which comprises a shape-selective fixed-bed catalyst, which is present in a 
single contiguous fixed bed and through which run tubes which may contain coolant. 

US 2,660,598 teaches a reactor for carrying out reactions in the gas phase using 
a fixed bed catalyst (column 1 , line 1). The catalyst may be any suitable catalyst - 
depending on what reaction is being run in the reactor (column 2, line 38). The reaction 
zone contains a heat exchanger, which extends through the space occupied by the 
catalyst and through which may be passed a suitable cooling fluid (column 4, line 31). 

US 6,294,633 teaches a shape-selective catalyst (mordenite) for the production 
of methylamines from methanol and ammonia (abstract). 

Applicant distinguishes over the prior art in that a particular catalyst class is 
specified: shape-selective catalysts. However, as the prior art makes explicitly clear, 
the prior art reactor and its configuration are not limited to a particular catalyst, and the 
operator will choose the appropriate catalyst for the particular gaseous reaction being 
run. It therefore would have been obvious to one of ordinary skill in the art at the time of 
the invention to choose a shape-selective catalyst for the gaseous reaction of lower 
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alkanols and ammonia. One would have chosen such a catalyst for the reaction 
because they are generally known in the art to be able to favorably influence the 
product composition (i.e. limit the production of trialkyl product), as evidenced, for 
instance, by US 6,294,633 B1 . 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian J. Davis whose telephone number is 571-272- 
0638. The examiner can normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thurman K. Page can be reached on 571-272-0602. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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